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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/1/09 
has been entered. 

Claim Objections 

2. Claims 67 and 68 are objected to because of the following informalities: In order 
to clearly define the subject matter, the Examiner recommends to add comma "; " in 
claims 67 & 68 as follows: In line 9 of claim 67 and in line 9 of claim 68, "the cutting 
means and the patient and wherein cutting" should be written as - the cutting means 
and the patient; and wherein cutting -- respectively. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 67, 2, 5, 1 9, 31 , 32, 34-35 and 68 are rejected under 35 U.S.C. 1 02(b) as 
being anticipated by Wang 6,308,421. 
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Re claim 67, Wang discloses a body 1 1 , cutting means 1 , 2, supported on the 
body 1 1 and comprising a stationary first portion 53 and second moveable portion 31 
configured to cut through a cutting plane, said moveable portion 31 being pivotally 
mounted (per col. 2, lines 42-43) relative to the stationary portion 53 and moveable 
along an arcuate path towards the stationary portion 53 as per Fig. 1 , each portion 
comprising at least one cutting edge which in use cooperate to cut a cast material by a 
shearing action, wherein the stationary portion is positionable between the cast portion 
operated upon by the cutting means and the patient; and wherein cutting is achieved by 
movement of the moveable portion towards the stationary portion through the cutting 
plane; and a protection member 55 supported by the body 5 and positioned on one side 
of the cutting plane to be positioned between the cast being operated upon by cutting 
means, 1 and 2 per Fig. 1 , and the patient, to protect the skin of the patient; and a drive 
arrangement for driving the moveable portion to move towards the stationary portion, 
wherein the drive arrangement is located on an opposite side of the cutting plane from 
the protection member. It should be noted that the body 5 provides extension of the first 
portion and also for the protection member per Fig. 1 . It should be noted that the 
Applicant has not specifically and definitely claimed the cutting plane as being in the 
vertical or horizontal plane and with respect to the cutting members. The cutting plane 
can possibly be in one of the three different planes. The Examiner considers the cutting 
plane to be in the horizontal plane passing through the cutting edge of the first portion 
53. It should also be noted that a protection member taught by Wang is fully capable of 
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being adapted so that it can safely and operationally being held between the skin of the 
patient and the cast material. 

Re claim 2, Wang discloses that the cutting means 1, 2, is adapted for removing 
a strip of material from the cast. 

Re claim 5, Wang discloses that the protection member 55 is releasably coupled 
to the body 11 per Fig. 1. 

Re claim 19, Wang discloses that the first portion 53 is located on the protection 
member 55 per figs. 1 and 2. 

Re claim 31 , Wang discloses that a leading edge of the second portion 31 of the 
cutting means is chamfered per Fig. 1 . It should be noted that Wang shows the chamfer 
at the leading edge, in longitudinal direction of the second portion, and also along the 
thickness portion of the same portion per Fig. 1 . 

Re claim 32, Wang discloses that the first portion 53 defines an aperture which is 
chamfered at one side per Figs. 1 & 2. It should be noted the aperture is an opening or 
gap as defined (by www.dictionary.com) per attached document for reference. 
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Re claim 34, Wang discloses that the cutting means 1 , 2, is adapted to remove 
continuous strips of material from a cast and the first portion 53 of the cutting means 1 , 
2, comprises a strip exit, as Right Hand side portion of the 53 per Fig. 1 , to allow a strip 
of the cast which is being removed to pass therethrough. 

Re claim 35, Wang discloses that the strip exit, as Right Hand side portion of the 
53, comprises tapered sides, which taper outwards towards Right Hand side per Fig. 1, 
away from the aperture of the first portion 53. 

Re claim 68, Wang discloses a body 1 1 , cutting means 1 , 2, supported on the 
body 1 1 and comprising a stationary first portion 53 and second moveable portion 31 
configured to cut through a cutting plane, said moveable portion 31 being pivotally 
mounted (per col. 2, lines 42-43) relative to the stationary portion 53 and moveable 
along an arcuate path towards the stationary portion 53 as per Fig. 1 , each portion 
comprising at least one cutting edge which in use cooperate to cut a cast material by a 
shearing action, wherein the stationary portion is positionable between the cast portion 
operated upon by the cutting means and the patient and wherein cutting is achieved by 
movement of the moveable portion towards the stationary portion through the cutting 
plane; and a protection member 55 supported by the body 5 and positioned on one side 
of the cutting plane to be positioned between the cast being operated upon by cutting 
means, 1 and 2 per Fig. 1, and the patient, to protect the skin of the patient; wherein the 
movable portion 31 is driven to move towards the stationary portion 53 from an opposite 
side of the cutting plane from the protection member 55. It should be noted that the 
Applicant has not specifically and definitely claimed the cutting plane as being in the 
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vertical or horizontal plane and with respect to the cutting members. The cutting plane 
can possibly be in one of the three different planes. The Examiner considers the cutting 
plane to be in the horizontal plane passing through the cutting edge of the first portion 
53. It should also be noted that a protection member taught by Wang is fully capable of 
being adapted so that it can safely and operationally being held between the skin of the 
patient and the cast material. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wang 
6,308,421. 

Wang teaches the invention as claimed as discussed above. However, Wang 
fails to teach that the first portion 53 is mounted separately from the protecting member 
55. Thus Wang teaches an integrated piece of first stationary portion and the protecting 
member that can be separated and be separately mounted when this integrated part 
made out of two separate parts. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to separately mount the protection member 
to the first portion, since it has been held that constructing a formerly integral structure 
in various elements involves only routine skill in the art. Nerwin v. Erlichman, 168 
USPQ 177, 179. 
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Response to Arguments 

7. Applicant's arguments filed on 3/9/09 have been fully considered but they are not 
persuasive. The Applicant argues in the Remarks that (1) in claim 67 and 68, the grip 
members of Wang must lie on opposite sides of the cutting plane; and (2) in claim 20, 
the first portion is mounted separately from the protecting member. 

In response to argument (1), the Examiner respectfully disagrees. It should be 
noted that the Applicant has not specifically and definitely claimed the cutting plane in 
claims 67-68 as being in the vertical or horizontal plane and with respect to the cutting 
members. The cutting plane can possibly be in one of the three different planes. The 
Examiner considers the cutting plane to be in the horizontal plane passing through the 
cutting edge of the first portion 53. Therefore, the Examiner considers that Wang 
satisfies the claimed subject matter. 

In response to argument (2), the Examiner respectfully disagrees. As explained 
above in the rejection of claim 20, Wang fails to teach that the first portion 53 is 
mounted separately from the protecting member 55. Thus Wang teaches an integrated 
piece of first stationary portion and the protecting member that can be separated, and 
be separately mounted when this integrated part made out of two separate parts. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to separately mount the protection member to the first portion, since it has 
been held that constructing a formerly integral structure in various elements involves 
only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. Therefore, the 
Examiner considers that Wang satisfies the claimed subject matter. 
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Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BHARAT C. PATEL whose telephone number is 
(571)270-3078. The examiner can normally be reached on Monday-Friday, alt. Friday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 24502. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Bharat C Patel/ 
Examiner, Art Unit 3724 
June 9, 2009. 

/Ghassem Alie/ 

Primary Examiner, Art Unit 3724 



